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REMARKS 

Currcnily pending claims MO and 12-36 are for consideration by the Examiner. 

The F.Namincr rejected claims 1-3, 6, 20, 21, 23, 3 1, 33, 35, and 36 under 35 U.S.C. 
§ 1 03(a) as allegedly bciiAg unpatentable over Yamamoto et al. (CP 0544915 Al, hereinafter 
"Yarnanioto'O- 

Thc l-xaminer rejected claim 4 under 35 U.S.C. §103(a) as allegedly being unpatentable 
over Yamamoto in view of Gundolra ct al. (US Patent 5369880, hereinafter ^'Gundotra"). 

The Examiner rejected claims 7-10, 12-19, 24-28. 30, 32. and 34 under 35 U.S.C. §i03(a) 
a.s allegedly being unpatentable over Yamamoto, in view of Yamashita el al. (US Patent 
6m93S, hcreinaflev "Yainashita"). 

The examiner rejected claims 5, 18, 22. and 29 under 35 U.S.C. §103(a) as allegedly 
being unpatentable over Yamamoto or Yamamolo and Yamasliita, in view of Bchkn et al. (US 
Pnient 5598033, hereinafter "Bchlcn"). 

Applicants rcspcctflilly traverse the final office action and the §103 rejections with the 
following arguments. 
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Final Offi ceActjon 

Since the Examiner's rejection of claims 3 1 and 33 is based on a new ground of rejection, 
and since Applicants did no: amend the claims in the prior office action response filed June 6, 
2003, Applicants respectfully contend that the final office action is improper. Accordingly, 
Applicants respectfully request that the finality of the present office action be withdrawn and 
that tlic present final office action be converted to a non-final office action. 
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3 5 U.S.C. 6103: Vflmamoto 

The I-xamincr rejected claims 1-3, 6, 20, 21, 23, 3U 33, 35, and 36 under 35 U.S.C. 
§103(;i) as allegedly being unpalcntablc over Yamamoto ct al. (EP 0544915 Al, hcrcinafier 
''Yainamoto"). 

Applicants respectfully contend that claims 1 and 20 are not unpatentable under 35 
U.S.C. § 1 03(a) over Yaniamoto, because Yamamoto does not teach or suggest each and every 
feature of clain)S 1 and 20. 

As a- first example of why Yamamoto docs not teach or suggest each and every feature of 
claims 1 and 20, Yamamoto does not teach: "soldering a lead-free solder member to the substrate 
wilhoul using a joining solder to effectuate the soldering" (claim 1) and "a lead-free solder 
member soldered to the substrate with no joiaiug solder between the solder member and the 
substrate" (claim 20), (emphasis added). 

The Examiner argues: "Referring to Figs, 4A-8 and related text, discloses Yamamoto 
discloses a method for forming an electronic structure and inJierently the structure formed by the 
method, tlie method comprising the steps of providing a substrate 50; and soldering a lead-fee 
solder member to the substrate without using a joining solder to effectuate the soldering (see 
page 5, lines 5-14)*\ 

In response to the preceding argument by the Kxaminer, Applicants respectfully contend 
that page 5. lines 5-14 of Yamamoto does not leach or suggest that the solder member 56 is 
joined to ihc substrate 50 without using a joining compound to effectuate the soldering. All that 
page 5, lines 5-14 of Yamamoto discloses is: •"projections which consist of high-iempcrature 
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solder being formed at once on the conductive patterns by a leflow method or a flow nictliod. 
Applicant contend, however, that a rcflow method or flow method is known lo be utilized when a 
joiniufi solder is used to effectuate the soldering. Therefore, page 5, lines 5-14 of Yamanioto 
does not teach or suggest that the solder member 56 is joined to the substrate 50 without using a 
joining compound to effectuate the soldering, as alleged by the Examiner, Applicants contend 
thnt Yamrimolo is totally silent as to whether a joining compound is used. 

Ah u second example of why Yamamoto dees not teach or suggest each and every feature 
of claims 1 and 20, Yamamoto does not teach or suggest "wherein the solder member consists 
essentially of a tin-antimony alloy, and wherein the lin-antimony alloy consists of about 3% to 
about 15% antimony by weight and a remainder consisting essentially of tin by weight" 
(emphasis added). 

The Examiner argues: "Referring to Figs. 4A-8 and related text, ... the solder member 
consists essentially a tin-antimony alloy, and wherein the tin-antimony alloy consists of about 
1 5% antimony by weight or less and a remainder consisting essentially of tin by weight (See page 
7, lines 24-28)." 

In response lo the preceding argument by tlic Examiner, Applicants respectfully contend 
that the exact lajiguage in page 7, lines 24-28 of Yamamoto is: "The high-temperature solder 
used in the present invention includes ... Sn-Sb solder containing 15% by weight of Sb 
(aniimony) or less" (emphasis added). Applicants contend that Yamamoto uses the opeji-ended 
word "includes" which does not satisfy the more limiting language of '^con.sisls essentially of in 
ihe feature '^wlicrcin the solder member consists es.senlially of a lin-amimony alloy" in claims 1 
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and 20. Applicanis I'urthcr contend Uiat Yaniamoto uses ihc open-ended word " coniainiug" 
which docs not satisfy ihc more limiting language of "consisting essentially of in the feaVure 
^Svhcrcin the tin-antimony alloy consists of about 3% to about 15% antimony by weight and a 
remainder consisting essentially of tin by weight" in claims 1 and 20. See MPEP 21 1 1.03, which 
states: 

"The transitional term "comprising", which is synonymous with "including," 
"containing," or "characterized by," is inclusive or open-ended and docs not exclude 
ackiiUonal, unrccitcd elements or method steps. See, e.g., Genemeck Inc- v. Chiron 
Corp., 1 12 r.3d 495. 501. 42 USPQ2d 1608, 1613 (Fed. Cir. 1997) ("Comprising" is a 
term of art used in claim language which means that the named elements are essential, but 
other elements may be added and slill form a construct within the scope of the claim.); 
Molecidon Research Corp. v. CBS, Inc.. 793 F,2d 1261, 229 USPQ 805 (Fed. Cir. 1986); 
In re Baxter, 656 F.2d 679, 686, 210 USPQ 795. 803 (CCPA 1981); Ex parte Davh, 80 
USPQ 448, 450 (Bd. App. 1948) ("comprising" leaves "the claim open for the inclusion 
of un-^pccificd ingredients even in major amounts")-" 

The meaning of "consisting essentially of is deilncd in MPEP 21 1 1.03 vvhich states: 
"The Ircuisilional phra.?c "consisting essentially of limits the scope of a claim to the specified 
materials or steps "and those that do not maieriallv affect the basic and novel characterislic(s)" of 
the claimed invention (citing In re Her, 537 F.2d 549, 551-52, 190 USPQ 461, 463 (CCPA 
1976)). 
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In ^^Responsc to Amendment", the Bxamincr argues: "ihc use of "consists essentially" 
allows for ihc inclusion of additional materials that do not materially affect the basic and novel 
charactcrisiics. In Yamamoto the solder is Sn-Sb. this implies that any additional material 
included in the Sn-Sb solder would not materially affect the solder member consists essentially 
of a tln-anlimony alloy of the Sn-Sb." 

In response to the preceding argument by the Examiner, Applicajits respectfully contend 
that it is impossible to deduce thai "any added material" would not change the basic and novel 
chnraclerisiics ofa solder member consisting essemialiy of a lin-aniiniOny alloy. Whether an 
added material would materially affect said basic and and novel characterisiics depends on wliat 
specific material is added and the amount of the specific material that is added. Since Yamamoto 
evidences m intent not to limit the high- temperature solder to Si>Sb (though use of the non- 
limitnig language "includes" and ^'containing"), and since Yamamoto does not disclose specific 
material and their amounts that could be added, Applicants respcctfiilly contend that Yamamoto 
does not leach or .suggest a lead-free solder member having a composition that satisfies the 
"consisting essentially of' language in claims 1 and 20. 

[n addition, Applicants respectfully contend that the Examiner has disregarded the fact 
ihat (he terms "consisting essentially of and "including'* / "containing" have substantially 
dilTtTenl legal interpretations in patent law. . Applicants respectfully contend that the legal 
di (Terence between 'xonsisiing essentially of and "including" / "containing" is firmly 
es^abli^ihed in case law (which is reflected in MPEP 21 1 1.03, quoted supra) and the Examiner 
has a heavy burden of proof to support the Examiner's contention that the plirases "including" 
and "containing" in Yamamoto have the same meaning in as "consisting essentially ofin claims 
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1 and 20. Applicants further contend that the Examiner has not presented a persuasive legal 
analysis establishing that the phrases ^Mncluding" and "eontaining" in Yamamoto have the same 
meaning in as "consisting essentially oPin claims 1 and 20. Accordingly, Applicants contend 
that the iixaminer has not established a prima facie case of obviousness in relation to claims 1 
and 20. 

Based on the preceding arguments, Applicants respectfully maintain thai claims 1 and 20 
are not unpatentable over Yamamoto, and that claims 1 and 20 are in condition for allowance. 
Since claims 2-6, 3 1 . and 35 depend from claim 1 . Applicants contend that claims 2-6, 3 1 , and 
35 are likewise in condition for allowance. Since claims 21-23, 33 and 36 depend from claim 20, 
Applicants contend that claims 21-23, 33 and 36 are likewise in condition for allow;mce. 
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U.S. C. i^l03: Y ni namotn In View Of Yamftfihita 

Tlio 12xaminer rejected claims 7-10, 12-19, 24-28, 30, 32, and 34 under 35 U.S.C. §I03(a) 
QS being unpalcnlable over Yamamoto. in view of Yamashila et al. (US PateiU 6179935, 
hereinafter ^'Yamashila"). 

Applicants respectfully contend that claims 7 and 24 arc not unpatentable over 
Yanianiolo in view of Yamashila, because Yamamolo in view of Yainashiia docs not teach or 
suggest each and eveiy feature of claims 7 and 24. 

As a first example of why Yamamoto does not teach or suggest each and every feature of 
claims I and 20, Yamamoto docs not teach: "soldering a lead-free solder member to the substrate 
wiihout using a joining solder to effectuate the soldering" (claim 7) and ''a lead-free solder 
mcnibcr soldered to the first substrate with no joining solder between the solder member and 
the first substrate'' (claim 24), (emphasis added). With respect to said first example, Applicajits' 
contenlion that claims 7 and 24 aic not unpatentable over Yamamoto in view of Yamashila are 
based on the same arguments presented supra for Applicants* contention that claims 1 and 20 arc 
not tinpatentible over Yamamoto. 

As a second example of why Yamamoto does not teach or suggest each and every feature 
of chums 7 and 24, Yamamolo in view of Yamashitci et al. does not leach or suggest "wherein the 
solder member consists essentially of a tin-antimony alloy, and wherein the tin-antimony alloy 
consists of about 3% to about 1 5% antimony by weight and a remainder consisting essentially of 
tin by weight". With re.spect to said second exainple, Applicants' contention that claims 7 and 24 
are not unpatentable over Yamamoto in view of Yamashita are based on the same argumeals 
presented ,supra for Applicants* contention that claims 1 and 20 are not unpatentable over 
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Yamaj\K)U), 

Based on the piecedine arguments, Applicants respectfully maintain that claims 7 and 24 
tac not unpatentable over Yainanioto in view of Yamashita, and that claims 7 and 24 arc in 
condition for allowance. Since claims 8-19 and 32 depend from claim 7, Applicanls contend that 
claims 8-19 and 32 arc likewise in condition for allowance. Since claims 25-30 and 34 depend 
from claim 24, Applicants contend that claims 25-30 and 34 arc likewise in condition for 
aliownnce. 
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3 5 ILS r. ^103: Yamamolo In View O f Gundotra 

The lixaminer rejected claim 4 under 35 U.S.C. § 103(a) as allegedly being unpatentable 
over Yamamoto in view of Gundolra et al. (US Patent 5369880). 

Since clEiim 4 depend from claim 1, which Applicants have argued supra to be patentable 
under 35 U.S.C. §1 03(a), Applicants maintain that claim 4 is not unpatentable under 35 U.S.C. 
§103 (a). 
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35jjj:j;^K2jr^ or Yamamnto and Yamashita In View Of Bchlcn 

•I hc Examiner rejected claims 5, 18, 22, and 29 under 35 U.S.C. §103(a) as allegedly 
beint; unpatentable over Yamamoto or Yaniainolo and Yamashita, in view of Behlcn ct al. (US 
Patent 559S033). 

Since claim 5 depend from claim I, which Applicants have ar^iued supra to be patentable 
under 35 U.S.C. § 103(a), Applicants maintain that claim 5 is not unpatentable under 35 U.S.C. 
§ 103(a). 

Since claim 18 depend from claim 7, which Applicants have argued supro to be 
patentable under 35 U.S.C. §103(a). Applicants maintain that claim 18 is not unpatentable under 
35 U,S,C.§ 103(a). 

Since claim 22 depend from claim 20, which Applicants have argued supra to be 
piuenlable under 35 U.S.C. §103(a). Applicants maintain that claim 20 is not unpatentable under 
35 U.S.C. §103(a). 

Since claim 29 depend from claim 24, which Applicants have argued supra to be 
patentable under 35 U.S.C. §103(a), Applicants maintain that claim 29 is not unpatentable under 
35 U.S.C. §i 03(a). 
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CONCrJJST ON 

Bnscd on ihe preceding arguments, Applicants respeclfally believe thai all pending claims 
and {he entire application meet the acceptance criteria for allowance and therefore request 
favorable action. Ifthc Examiner believes that anything further would be helpful to place the 
application in better condition for allowance, Applicants invites the IZxaminer to contact 
Applicants' representative at the telephone number listed below. 



Date: WrA ^^i ^ W f- ^/dh^ 

Jifck P. Friedman 
Registration No, 44,688 

Schmeiser, Olsen & Watts 
3 Lear Jet Lane, Suite 201 
Latham, New York 121 10 
(518) 220-1850 



AUG i 0 2003 
i^Ch^iGLOGY CENTER 2800 



09/779,812 



19 



